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1 )S Responsive to connnnunication(s) filed on 05 April 2004 . 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-3, 5, 6 and 17 are rejected under 35 U.S.C. i 02(b) as being anticipated by 
DeJovine (U.S. Patent No, 4,144,166). As pointed out in the previous Office action, DeJovine 
discloses an oil filter comprising a hollow housing 6 having an inlet 8 and an outlet 10, a 
mechanically active filter member 4 disposed inside the housing, and a chemically active filter 
member 2 disposed inside this housing. The chemically active filter member 2 includes a 
plurality of particles, which particles can include a beneficial additive such as antioxidant of the 
type recited (see col. 1 1, lines 48-51), or a combination of this antioxidant with a basic salt of the 
type recited (see col. 11, lines 57-58). Applicant should note that since claim 1 merely recites 
that the particles in the chemically active filter member comprise a beneficial additive (see line 
9), this claim is not deemed to exclude the other solid particles (e.g. graphite) employed by 
DeJovine. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 4 is again rejected under 35 U.S.C. 103(a) as being unpatentable over DeJovine in 
view of Bilski et al. (U.S. Patent No. 5,725,031). As pointed out in the previous Office action, 
DeJovine discloses the claimed invention with the exception of the location of the chemically 
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active filter element with respect to the mechanically active filter element. Bilski et al. discloses 
a similar oil filter containing both a mechanically active filter element and means for adding an 
anti-wear chemical to oil undergoing treatment, and further discloses (see Fig. 1) locating the 
chemical adding element radially and coaxially inside the mechanically active filter element. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
locate the chemically active fiher element (i.e. 2) of the DeJovine device inside the mechanically 
active filter element (i.e. 4), as suggested by Bilski et al, in order to produce a more compact 
filtration and treatment device. 

Claims 7-10 and 13-16 are again rejected under 35 U.S.C. 103(a) as being unpatentable 
over DeJovine in view of Brownawell (U.S. Patent No. 5,225,081). As pointed out in the 
previous Office action, DeJovine discloses the claimed invention with the exception of the 
construction of the filter housing and/or supplemental cartridge, and the size of the particles in 
the chemically active filter element. Brownawell discloses an oil filter having both a 
mechanically active filter member and a chemically active fiUer member, and further shows a 
filter housing and supplemental cartridge having the recited construction. It would have been 
obvious to one of ordinary skill in the art at the fime the invention was made to construct the 
filter housing of DeJovine in the manner suggested by Brownawell, in order to provide a device 
with easily replaceable components. Also, it would have been obvious to one of ordinary skill in 
the art at the fime the invention was made to employ particles having the recited size in the 
system of DeJovine, since this primary reference clearly teaches (see col. 2, lines 57-60) that the 
size of the particles employed is not critical and may vary over a wide range. 
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Applicant's arguments filed April 5, 2004 have been noted and carefully considered but 
are not deemed to be persuasive of patentability. Applicant argues that DeJovine does not 
anticipate the claimed invention which requires that the beneficial additive consist essentially of 
an antioxidant or a mixture of a basic salt and an antioxidant. It is pointed out, however, that that 
the antioxidant compounds of DeJovine (col. 11, lines 48-51) clearly consist essentially of an 
antioxidant, and when these antioxidant compounds are used in combination with only a basic 
salt (col 11, lines 57-58), this mixture also consists essentially of antioxidant and a basic salt. 
Since the particles recited in the chemically active filter are not limited to only beneficial 
additives, i.e. by virtue of the "comprising" language in the claims (see claim 1, line 9; claim 7, 
line 18; and claim 13, line 17), they may include other additives, so long as these other additives 
are not designated by the term "beneficial." Accordingly, claims 1-10 and 13-17 are deemed to 
only require the presence of relatively pure antioxidant additive or relatively pure antioxidant- 
basic salt additive, and are not deemed to exclude the presence of other additive materials, 

THIS ACTION IS MADE FINAL. AppHcant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated fi-om the mailing date of the advisory action. In no event. 
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however, will the statutory period for reply expire later than SIX MONTHS fi-om the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to 1. Cintins whose telephone number is (571) 272-1 155. The 
examiner can normally be reached on Monday through Friday from 8:30 AM to 5:00 PM. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Mr. 
Blaine Copenheaver, can be reached at (571) 272-1 156. 

The centralized facsimile number for the USPTO is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubHshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
Art Unit 1724 



I. Cintins 
June 13, 2004 



